
On December 23, 2010 will enter into 

force the amendments of the Spanish 

Criminal Law. Among  the introduced 

changes, the most significant is the      

approval of the criminal liability of      

companies for the first time in Spain. 

Companies will now be criminally liable 

for crimes committed in their name and 

acting on their behalf. The penalties vary 

from fines to the suspension of the com-

pany activities and to the final dissolution 

of the company.  

As far as the amendments regarding    

Intellectual Property are concerned,     

article 274 paragraphs 1 and 2 have 

been modified, removing parallel im-

ports  considered a crime until now, and 

establishing fines or works in the benefit 

of the community in cases of distribution 

of retail counterfeited   products,     at-

tending to the particular circumstances 

of the individual committing the criminal 

conduct and the limited amount of the 

obtained economical benefit provided 

none of the aggravating circumstances 

foreseen in the Criminal Law concurs. 

Abril Abogados of-

fered a welcome re-

ception at the Camp 

Nou last June 14 be-

fore ECTA and ASIPI 

Annual Conferences 

which took place this 

year on June 15-19 at the wonderful 

city of Barcelona. The relevant num-

ber of attendees and the original sce-

nario made an unforgettable soirée.  

Abril Abogados Welcome Re-Abril Abogados Welcome Re-

ception. ECTA/ASIPIception. ECTA/ASIPI  
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This year Abril Abogados has been   

once again included in both annual 

prestigious Law firm International 

rankings made by “Chambers & 

Partners” and “The Legal 500” as 

one of the most distinguished Spa-

nish Law firms in Intellectual Pro-

perty, Copyright and New Technolo-

gies.  
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New Member of the Litigation DepartmentNew Member of the Litigation Department  

Rubén Canales Quinto 

Ruben obtained his law de-

gree at the  University of 

Salamanca. He holds a Copy-

right  Law Degree by the 

University Carlos III of Madrid.  Rubén 

joined Abril Abogados in 2009 and has a 

broad experience in advertising and viral 

marketing.  Rubén has joined the Enter-

tainment Department  but also collabo-

rates with the IP litigation department 

preparing   written repports and com-

plaints. 
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Carlos GonzálezCarlos González  

Partner of Abril Abogados 

in charge of National and    

International       portfolios of Cen-

tral and South American clients.  
 

Ignacio TemiñoIgnacio Temiño  

Partner of Abril Abogados in 

charge of the litigation     

department and responsible 

of  North American, Asian and Euro-

pean IP prosecution.  
 

Carolina MonteroCarolina Montero 

Legal practitioner,  responsi-

ble of the       Community 

Trade Mark Department, CTM and 

Spanish trademark prosecution of 

foreign portfolios. 
 

Isabel GarcíaIsabel García  

Legal practitioner, in 

charge of                Interna-

tional and Spanish trade-

marks   prosecution of foreign port-

folios.  
 

 

Patricia RevueltaPatricia Revuelta  

Legal practitioner,  in charge 

of CTM and Spanish trade-

mark   prosecution of foreign  port-

folios.  
 

Jorge OriaJorge Oria  

Legal practitioner in charge 

of  IP litigation and prosecu-

tion before the Spanish Courts.  
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I will only comment on the amendments to the Spanish Criminal Law 

regarding two aspects which concern our field of activity.  
 

Parallel Imports:  in view of the existent irresolute case law, the  legislator has de-

cided to legalize the parallel imports. This legalization will entail a relevant limitation 

to the IP right’s owners since the chances of success of the enforcement of their 

rights will decrease, as being the criminal jurisdiction the most effective under cer-

tain circumstances. Therefore, only civil sanctions are now applicable. 
 

On the other hand, the retail distribution of counterfeited products is now defined 

in the Criminal Code. The new drafting intends to harmonize the sensibility of the 

legislator towards the infringers and the increasing frequency these actions are   

taking place. Notwithstanding the mentioned drafting being ambiguous, we should 

rely on  the Courts interpretation.  

Fernando Ortega  

Comments on the  amendments to the Spanish  

Criminal  Law 
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Data ProtectionData Protection  

A recent resolution the Court of Appeals of 

Madrid has established the concept of 

“reasonable royalty” in trademark infringe-

ment cases and the way it can be calcu-

lated.  

The case in-

volved two 

Spanish com-

panies acting 

in the field of 

alcoholic bev-

erages, more 

specifically in 

the trade of “cava” (a common Spanish 

sparkling wine similar to champagne).  

The respondent was found liable of in-

fringement as it misused the claimant’s 

three dimensional marks over a specific 

shape of a bottle. The Court ruled that,  

failing the    claimant of a licensing policy (in 

fact, it has proven it never granted a li-

cense), it was admissible to establish a 

“reasonable royalty rate” consisting in the 

sum of three different parameters, as de-

tailed below:  
 

1. An “entrance fee” which is  calcu-

lated taking into account the reputa-

tion and well-known character of the 

infringed trademark.  
 

2. An annual fixed fee. 
 

3.  Variable annual fee over sales. 
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In the early 80’s the Bernad brothers decided to join the company Estudio 

2000, owner of the registered PUMA trademarks in Spain.  

In the 90’s the company Puma AG in view 

of the impossibility of commercializing its 

products in Spain, raised up its Spanish 

subsidiary and sold off its goods under the 

name Dassler Puma. Finally, on January 

1995 Puma AG signed with Estudio 2000 a 

distribution agreement for 15 years which 

expired on December 31.  

The licensee Estudio 2000 requested Puma for a further extension of the 

agreement which was rejected by the German company. Now according to the  

arbitration, Puma would ultimately own all trademark rights and take over the 

operational business in Spain subject to a one-time payment of up to 98      

million   Euros to Estudio 2000 S.A.  

The European Court of 

Justice has dismissed 

the appeal filed by  

Calvin Klein against the 

EU General Court's 

decision which stated 

that there was no likeli-

hood of confusion between the word mark 

“CK CREACIONES KENNYA” and the earlier 

Calvin Klein figurative marks. The identity   

existing between the dominating “CK” of  

Calvin Klein Trademarks and  the element 

“ck” of “creaciones kennya” does not pro-

duce any likelihood of confusion since the 

latter is dominated by “creaciones kennya” 

and not  by “ck”. 

The Spanish High Court has annulled the sanction of 300.000 Euros 

imposed by the Spanish Data  Protection Agency to a company 

which provided a Savings Bank with 

the mobile phone number of a client, 

since it is not seen by the Court as 

being a “continuous infringement”.  This decision 

is very relevant to the extent that  for the first 

time “the continuous     infringement doctrine” is 

applied in the field of Data Protection. According 

to the Court “the continuous infringement re-

quires the execution of a plurality of similar illegal 

actions whereas in the present case simply in-

forming a third person of a personal data, occurred at a punctual moment. 

That such an action could have prejudicial consequences in a subsequent mo-

ment, does not turn it into a continuous infringement”. 

Seizure statistics 2009Seizure statistics 2009  

CustomsCustoms  

Calvin Klein vs Creaciones KennyaCalvin Klein vs Creaciones Kennya  
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Statistics of customs interceptions of articles suspected of 

infringing intellectual property rights such as trademarks, 

copyrights or patents are published yearly by the   Euro-

pean Commission. The most relevant data reveal that the 

amount of detentions of goods has decreased from 178 

millions in 2008 to 118 millions in 2009.  

China continued to be the 

main source of IPR infringing 

products, totaling 64% of the 

total of IPR infringing articles 

while other countries such as 

United Arab Emirates and 

Egypt accounted for the ma-

jority in certain product cate-

gories, namely toys & games 

and medicines respectively.  
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“the continuous 

infringement 

requires the exe-

cution of a plu-

rality of similar 

illegal actions” 
Reasonable royalty 

Entrance fee 

Annual fixed fee 

Variable sales fee 
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The format industry is 

affected by the pla-

giarism and unauthor-

ised copying of televi-

sion formats (such as 

reality or talent 

shows) due to the existing fierce competition 

which causes frequent disputes. Programs 

using these formats are often remade in dif-

ferent markets using local parties and these 

disputes can be difficult to resolve in court 

because of differences in relevant national 

laws in this area.  That is why WIPO’s Arbitra-

tion and Mediation Center provides an alter-

native dispute resolution services and will ad-

minister TV format-related disputes filed un-

der the WIPO Mediation and Expedited Arbi-

tration Rules for Film and Media. WIPO will 

offer this service in collaboration with the For-

mat Recognition and Protection Association 

(FRAPA) which is the international format in-

dustry association dedicated to the protection 

of formats. 

From September 1, 2010, it is possible to des-

ignate Israel in International Trademark appli-

cations, since this country has become the 

85th member of the WIPO-administered inter-

national trademark system 

which is governed by two trea-

ties, namely, the Madrid 

Agreement Concerning the 

International Registration of 

Marks (1891) and the Madrid Protocol Relat-

ing to the Madrid Agreement Concerning the 

International Registration of Marks (1989).  
 

Furthermore, Colombia could 

shortly join the above men-

tioned Madrid Protocol and 

become the 86
th

 member of 

the International Trademark 

System, since such accession has been recen-

tly approved by the Colombian Congress.   

International Trademark System International Trademark System ––  

New MembersNew Members  
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On June 1
st

 2010 came into force the 

Commission Regulation (EU) nº 330/2010 on 

vertical agreements, which was published on 

the Official Journal of the European Union of 

April 23, 2010.T 
 

his new regulation known as “VABER” (Vertical 

Agreements Block Exemption Regulation) 

replaces Regulation 2790/1999 which usually 

regulates this kind of agreements, especially 

those between manufacturers and distributors, 

or supplier and retailers.  
 

Up to date, VABER established a block 

exemption to all the agreements in which the manufacturer does not 

exceed a market threshold of 30% regarding the concerned products and 

provided the agreements do not contain any 

serious restrictions of competition and meet 

the other conditions laid down by the 

Regulation.  
 

This “safe harbor” is now amended, since not 

only the market share of the manufacturer 

will be considered, but also the distributor’ s 

one.  

Another novelty is the promotion of the          

e-commerce. From now on, any restriction to 

on-line sales made by authorized suppliers, 

will be considered in breach of law, and consequently forbidden. In 

addition to this, the exemption shall not apply to passive sales (the ones 

received directly without any prior commercial action) to end users by 

clients or suppliers.  
 

Logically, other prohibitions remain: the one 

related to clauses that impose prices (imposing 

a maximum price is still allowed, as well as 

recommending a certain price), and the 

prohibition concerning the non-competition 

clauses. Besides, the selective distribution is 

regulated in a more flexible manner, in order 

to adapt to the Luxembourg Court’s 

jurisprudence. The territorial partitions and the 

zone assignments are still permitted (though 

these are never allowed for on-line sales nor 

passive sales). This new Regulation was immediately applied to all  the 

new agreements signed after the day it came into force. As far as the 

existent agreements concerns, they have been given a one year deadline 

(until May 31, 2011) for their adjustment to the new legal framework. 
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Ignacio Temiño Ceniceros 
Lawyer & Partner 

 Abril Abogados 

“The selective 

distribution is 

regulated in a 

more flexible 

manner, in or-

der to adapt to 

the Luxem-

bourg Court’s  

“Not only the 

market share of 

the  

manufacturer will 

be considered, 

but also the 

supplier’s one” 


